
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. | 


FILING DATE | 


FIRST NAMED INVENTOR 


1 ATTORNEY DOCKET NO. | 


CONFIRMATION NO. j 


10/022,664 


12/17/2001 


Philip M. Ginsberg 


CF-29 


1778 



64558 7590 09/24/2007 

ROPES & GRAY LLP 

PATENT DOCKETING 39/361 
1211 AVENUE OF THE AMERICAS 
NEW YORK, NY 10036-8704 



EXAMINER 



AKINTOLA, OLABODE 



ART UNIT 



3691 



PAPER NUMBER 



MAIL DATE 



DELIVERY MODE 



09/24/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/022.664 


Applicant(s) 

GINSBERG, PHILIP M, 


biACIII Ml IVI 

Olabode Akintola 


Art Unit 

3691 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenn adjustment. See 37 CFR 1.704(b). 

Status 

1 )IEI Responsive to communication{s) filed on 06 July 2007 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 2,3,5'8.38.39.41'44J4.75.80,82'87,92 and 94-140 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration, 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 2,3,5'8.38,39A1'44.74J5.80.82-87.92 and 94-140 is/are rejected, 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction Is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C, § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application afterTinal rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 07/06/2007 has been entered. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. ' 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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Claims 2, 3, 5-8, 37, 39, 41-44, 74-97 are rejected under 35 U.S.C. 102(e) as being 
unpatentable over Himmelstein (US 699351 1) ("Himmelstein"). 

Re claims 2, 38, 105, 106, 1 14, 1 15, 116, 131, 132, 133, 140: Himmelstein teaches a method 
comprising: receiving at least one first parameter associated with a transaction of a durable good 
at a future date (Figs. 9A and 9B; col. 24, lines 25-29); generating a contract based on the at least 
one first parameter (Fig. 8); storing the contract order in a database (Fig. 8, ele. 1 16); receiving a 
query comprising at least one second parameter (col. 10, lines 13-23); transmitting a plurality of 
contracts in response to the query, in which each transmitted contract order comprises at least 
one first parameter that matches at least one second parameter of the query (Fig. 6); receiving a 
request to select a contract from the plurality of transmitted contracts (Fig. 6 ); and generating an 
agreement to exchange ownership of the durable good associated with the selected contract at the 
fiiture date (Fig. 6, ele. 633, 634; col. 16, lines 23-33). 

Himmelstein does not explicitly teach durable good comprises a vehicle. However, 
Himmelstein teaches durable good/items including gold (Fig. 9B, col. 1, line 16 "items"). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Himmelstein' s durable good to include a vehicle. One would have been motivated to do so in 
order to increase the trading options of the parties, thereby increasing the flexibility of the 
process/system. 
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Re claims 3, 39, 136: Himmelstein teaches the at least one first parameter and the at least one 
second parameter comprise at least one of a category field, a durable good details field, a future 
contract period field, and a search query field (figs, 3, 5F, 6, 9A-9B). 

Re claims 5, 41, 99, 108, 125: Himmelstein teaches the at least one first parameter and the at 
least one second parameter comprise at least one of: receiving a definition for the durable good, a 
price for the durable good, and specifications for the durable good (figs. 9A, 9B). 

Re claims 6, 42: Himmelstein teaches the at least one first parameter and the at least one second 
parameter comprise at least one of: a transfer of ownership date; and receiving an expiration date 
(figs. 9A, 9B). 

Re claims 7, 43: Himmelstein teaches the at least one first parameter and the at least one second 
parameter comprise: a date at which ownership of the durable good is available for transfer (figs. 
6, 9A, 9B). 

Re claims 8, 44, 100, 101, 109, 1 10, 126, 127: Himmelstein teaches the at least one first 
parameter and the at least one second parameter comprise: a date at which the selected contract 
expires (figs. 6, 9A, 9B, abstract). 

Re claim 74, 86, 117: Himmelstein teaches receiving the at least one first parameter and the at 
least one second parameter through a trading interface, in which the trading interface comprises: 
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at least one form element for a user to the at least one first parameter and the at least one second 
parameter; and at least one button selectable by the user in order to submit the at least one first 
parameter and the at least one second parameter (figs 5A-5F). 

Re claims 75, 87, 118: Himmelstein teaches receiving an acceptance of the agreement (col. 1, 
lines 13-35) 

Re claims 80, 92, 119, 134: Himmelstein teaches one of purchasing and selling the durable good 
at the future date (figs 9A, 9B). 

Re claims 82, 94, 120: Himmelstein teaches searching the database for at least one contract, in 
which the at least one contract comprises at least one first parameter that matches the at least one 
second parameter of the query (figs. 1, 4D). 

Re claims 83, 95, 121 : Himmelstein teaches listing at least one contract order, in which the at 
least one contract comprises at least one first parameter that matches the at least one second 
parameter of the query (fig. 4D). 

Re claims 84, 96, 122, 138: Himmelstein teaches receiving a request for information associated 
with at least one of the plurality of transmitted contracts; and transmitting the information (col. 
17, lines 36-45) 
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Re claims 85, 97, 123, 139: Himmelstein does not explicitly teach receiving a request to compare 
at least two of the plurality of transmitted contracts; and comparing the at least two of the 
plurality of transmitted contracts. Official notice is hereby taken that the concept of comparing 
two items is old and well. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Himmelstein to include this feature. One would have been 
motivated to do so in order to allow the parties review the contracts for quick decision. 

Re claims 98, 107, 124, 135: Himmelstein does not explicitly teach the vehicle comprises one of: 
of an automobile, a watercraft and an aircraft. However, Himmelstein teaches durable goods 
including gold (Fig. 9B). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify Himmelstein' s durable good to include an automobile, a watercraft 
and an aircraft. One would have been motivated to do so in order to increase the trading options 
of the users, thereby increasing the flexibility of the process/system.. 

Re claims 102, 1 1 1, 128, 137: Himmelstein teaches receiving a plurality of terms associated with 
executing the agreement; transmitting an acceptance of the plurality of terms; and transmitting an 
acceptance of the agreement (col. 5, lines 36-59). 

Re claims 103, 112, 129: Himmelstein teaches the plurality of terms comprises at least one of: 
a period of the agreement, a method of payment, a method of delivery, an amount of liquidity 
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damage resulting from a breach of the agreement, and a fee associated with the amount of 
liquidity damage (col. 1 8, lines 41-48). 

Re claims 104, 113, 130: Himmelstein teaches receiving an acceptance of the plurality of terms; 
and receiving an acceptance of the agreement (col. 1, lines 30-35). 



Response to Arguments 
Applicant's arguments filed 7/06/2007 have been fully considered but they are not 
persuasive. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine^ 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, the motivation can be found in the knowledge generally available to one of ordinary 
skill in the art. 



Application/Control Number: 10/022,664 
Art Unit: 3691 



Pages 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Olabode Akintola whose telephone number is 571-272-3629. 
The examiner can normally be reached on M-F 8:30AM -5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on 571-272-6771. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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